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- 77je MAILING DATE of this communication appears on the cover sheet with the correspondence address - 



, MONTH(S) FROM 



Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 
THE MAILING DATE OF THiS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .1 36 (a). In no event, however, may a reply be timely filed 

after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will 

be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this 

communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 

earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1) ED Responsive to communication(s) filed on Feb 2. 2001 



2a) □ This action is FINAL. 



2b) E3 This action is non-final. 



3) □ Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 
closed in accordance with the practice under Ex parte Qu3j#§35 CD. 11; 453 O.G. 213. 



Disposition of Claims 

4)|2 Claimfsl 41-43 and 49-51 



is/are pending in the applica 



<&aim(s) 1-40 and 44-48 have been canceled. 



5) D Claim(s) 

6) B Claim(s) 41-43 and 49-51 

7) 0 Claim(s) 

8) D Claims 



is/are allowed, 
is/are rejected. 
. is/are objected to. 



. are subject to restriction and/or election requirem 



Application Papers 

9)D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on 



. is/are objected to by the Examiner. 
is: aP approved b)Ddisapproved. 



1 1 ) □ The proposed drawing correction filed on 

12) D The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. § 119 

13) D Acknowledgement is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d). 
a)D All b) □ Some* c) CNone of: 

1. □ Certified copies of the priority documents have been received. 

2. □ Certified copies of the priority documents have been received in Application No. 

3. □ Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
*See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 119(e). 
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16) O Notice of Draftsperson's Patent Drawing Review (PTO-948) 
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18) O Interview Summary (PTO-413) Paper No(s). 
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20) □ Other: 



U. S. Patent and Trademark Office 
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Applicants 1 arguments, filed 2/14/01, have been fully 
considered and they are deemed to be persuasive to overcome 
previous rejections and/or objections. Rejections and/or 
objections not reiterated from previous office actions are hereby 
withdrawn. Upon reconsideration, however, the following 
rejections and/or objections are newly applied. They constitute 
the complete set presently being applied to the instant 
application. 

The title of the invention is not descriptive. A new title 
is required that is clearly indicative of the invention to which 
the claims are directed. The present title is directed only to 
systems and devices for analysis and diagnostics, whereas in 
contrast the pending claims are directed to methods and apparati 
directed to syntheses. 

Claims 42 and 43 are rejected, as discussed below, under 35 
U.S.C. § 112, second paragraph, as being indefinite for failing 
to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

Claims 42 and 43, lines 4 and 3, respectively, cite the word 
"complimentary" which causes the claims to be vague and 
indefinite as to what is meant. One interpretation is" that the 
DNA sequences compliments another sequence in function such as 
protein binding. Another interpretation is that this is a 
misspelling of "complementary" which is suggestive of 
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hybridization complementarity. • Clarification via clearer claim 
wording is requested as to what the metes and bounds of the 
"complimentary" practice is. 

The following is a quotation of the appropriate paragraphs 
of 35 U.S.C. § 102 that form the basis for the rejections under 
this section made in this Office action: 

A person shall be entitled to a patent unless 

(e) the invention was described in a patent granted on an 
application for patent by another filed in the United States 
before the invention thereof by the applicant for patent, or 
on an international application by another who has fulfilled 
the requirements of paragraphs (1), (2), and (4) of section 
371 (c) of this title before the invention thereof by the 
applicant for patent. 

Claims 49-51 are rejected under 35 U.S.C. § 102(e) as being 
clearly anticipated by Montgomery (P/N 6,093,302). 

Montgomery discloses the practice of electrodes at sites on 

an array as depicted in Figures la-31. These electrodes are 

electrically activated by a potential as depicted in Figure 37 to 

result in various reactions at each electrode. Monomers can be 

deprotected for reaction with a growing chain of nucleotides etc. 

at each electrode as described with details in columns 10-12. 

This combinatorial synthesis is performed on the array apparatus 

as depicted in said Figures and anticipate the above listed 

instant claims both regarding the apparatus utilized and the 

method therein disclosed. 

The non-statutory double patenting rejection, whether of the 
obviousness-type or non-obviousness-type, is based on a 
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judicially created doctrine grounded in public policy (a policy 
reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by 
a patent. In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 
1969); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970); In re 
Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Longi, 
759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); and In re Goodman, 
29 USPQ2d 2010 (Fed. Cir. 1993). 

A timely filed terminal disclaimer in compliance with 37 
CFR 1.321(b) and (c) may be used to overcome an actual or 
provisional rejection based on a non-statutory double patenting 
ground provided the conflicting application or patent is shown to 
be commonly owned with this application. See 37 CFR 1.78(d). 

Effective January 1, 1994, a registered attorney or agent of 
record may sign a terminal disclaimer. A terminal disclaimer 
signed by the assignee must fully comply with 37 CFR 3.73(b). 

Claims 41 and 49-51 rejected under the judicially created 
doctrine of obviousness-type double patenting as being 
unpatentable over claims 1-22 of U.S. Patent No. 5,929,208. 
Although the conflicting claims are not identical, they are not 
patentably distinct from each other because both sets of claims 
are directed to electrode directed combinatorial synthesis of 
biopolymers on an array. 

No claim is allowed. 

Papers related to this application may be submitted to 
Technical Center 1600 by facsimile transmission. Papers should 
be faxed to Technical Center 1600 via the PTO Fax Center located 
in Crystal Mall 1. The faxing of such papers must conform with 
the notices published in the Official Gazette, 1096 OG 30 
(November 15, 1988), 1156 OG 61 (November 16, 1993), and 1157 OG 
94 (December 28, 1993) (See 37 CFR § 1.6(d)). The CM1 Fax Center 
number is either (703)308-4242 or (703)305-3014. 

Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to 
Ardin Marschel, Ph.D., whose telephone number is (703)308-3894. 
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The examiner can normally be reached on Monday- Friday from 8 A.M. 
to 4 P.M. 

If attempts to reach the examiner by telephone are 
unsuccessful, the examiner's supervisor, Michael Woodward, Ph.D., 
can be reached on (703)308-4028. 

Any inquiry of a general nature or relating to the status of 
this application should be directed to Patent Analyst, Tina 
Plunkett, whose telephone number is (703)305-3524 or to the 
Technical Center receptionist whose telephone number is (703) 
308-0196. 



April 20, 2001 




ARDIN H. MARSCHEL 
PRIMARY EXAMINER 



